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in alaw journal and is not binding precedent
of the Board.
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KIM.IN, Adnmi nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
12, all the clains in the present application. Cains 1 and 4
are illustrative:

1. A nol dabl e dental conposition conprising high-fusing
tenperature netal particles having a nelting tenperature above
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the preselected tenperature at which said dental conposition
is to be heat treated, with said particles having an irregul ar
non- spheri cal geonetry of which at | east 50% have a cross-
sectional average thickness of less than 1.5 mcrons, at |east
about 20% and up to 85% by volune of a volatile binder and
carbonaceous particles in a concentration above at |east 0.005
wt. % of the dental conposition.

4. A nol dabl e dental conposition as defined in claim3,
wherein the determi nation of at |east 50% of said particles
havi ng an average thickness of |less than 1.5 mcrons is
establ i shed by neasuring the surface area of the |argest two
di mensi onal surface of each high fusing tenperature netal
particle, conputing the total two dinensional surface area for
all of the high fusing tenperature netal particles in said
conposition and dividing the cunul ative surface area of the
hi gh fusing tenperature netal particles below 1.5 microns in
average thickness by the total two dinensional surface area
for all of the particles.

The exam ner has not cited prior art in rejecting the
appeal ed cl ai ns.

Appel l ants' clainmed invention is directed to a nol dabl e
dental conposition conprising high-fusing tenperature netal
particles having an irregul ar non-spherical geonetry of which
at | east 50% have a cross-sectional average thickness of |ess
than 1.5 mcrons.

Appeal ed clains 1-12 stand rejected under 35 U S. C

8§ 112, second paragraph.?

! The examner's rejection under the judicially created
doctrine of obvi ousness-type doubl e patenting has been
(continued. . .)
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Upon careful consideration of the opposing argunents
presented on appeal, we wll sustain only the exam ner's
rejection of claim4 under 8§ 112, second paragraph. Cur
reasoni ng fol |l ows.

Regardi ng the examner's rejection of clains 1-3 and 5-
12, it is the examner's position that the foll ow ng | anguage
of claiml is indefinite: "said particles having an irregular
non- spheri cal geonetry of which at |east 50% have a cross-
sectional average thickness of less than 1.5 microns.” The
exam ner states the follow ng at page 8 of the Answer:

The test which is described on pages 15-

16 of the specification, and which is set

forth in claim4, is not a test to determ ne

t hi ckness, per se. Instead, the test is a

test to determ ne what percentage of high

fusing tenperature netal particles have an

average thickness of less than 1.5 m crons.

Specifically, in this case, the test is used

to determne if at |east 50% of the high

fusing tenperature netal particles have an

average thickness of less than 1.5 m crons.

Hence, it can be seen that the exam ner acknow edges t hat
appel l ants' specification discloses howto determ ne the

nunber of high-fusing tenperature netal particles that have a

cross-sectional average thickness of |less than 1.5 m crons.

}(...continued)
wi t hdrawn (see Suppl enental Exam ner's Answer).
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Since it is well settled that claimlanguage is not to be read
in a vacuum but in light of the specification as it would be
interpreted by one of ordinary skill in the art,? the exam ner
has made the case why the rejection is not sustainable.

Al t hough the exam ner has set forth a scenario at pages 10-11
of the Answer how different calculations can result in
different val ues, the exam ner has not established that the
criticized claimlanguage would be indefinite to one of
ordinary skill in the art when read in |ight of appellants
speci fication.

The examiner's 8 112, second paragraph, rejection of
claim4 is based on the indefiniteness of "the particles”
appearing in the last line, i.e., it is not clear whether "the
particles"” is referring to the high-fusing tenperature netal
particles, the Iowfusing tenperature netal particles, the
carbonaceous particles, or the conbination of all three
particles. W find, however, no response by appellants to
this rejection in their brief, and the exam ner states at page

8 of the Answer that "[t]he exam ner notes that no argunent

> |In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388
(Fed. Gir. 1983); Ln re More, 439 F.2d 1232, 1235, 169 USPQ
236, 238 (CCPA 1971).
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was presented regarding claim4 and the question as to which
particles are enconpassed by 'the particles' as recited at the
end of claim4." Accordingly, since the examner's rejection
is reasonable on its face, and has not been rebutted by

appel lants, it will be sustained.

I n conclusion, based on the foregoing, the exam ner's
rejection of clainms 1-3 and 5-12 is reversed. The exam ner's
rejection of claim4 is affirnmed. The exam ner's deci sion
rejecting the appealed clains is affirnmed-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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